Next Time: 154-58;
185-86; 192-95; 196-200;
35 usc 102(a) and (b) — Problems

Google scanning
newspapers [

{ Administrative F News Thursdays  jKk Rowling wins lawsuit &

' Hadron Collider Started ~ World does notend @/

Noteworthy Image

Processes

) ~Machines
Section 101
Manufactures

Clearly patentable Compositions of Matter
Class 6: Enablement :
And Written
Description

1952 Congressional
Report: Anything under
the sun that is made by
man.

| Laws of Nature
Patentable Subject Matter - Clearly Unpatentable | Physical Phenomena

Last Time j Abstract Ideas
| Chakrabarty
How to square these cases: — Funk
Parke-Davis

| Call on student from last
"~ time to talk about
genetic engineering

Patenting Living Things

Don't confuse
obviousness with subject
matter
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Last Time F

Class 6: Enablement
And Written
Description

State Street Bank (Fed Cir 1998)

‘ Useful, Concrete and

Lots of details on 1048
Several mutual funds

Invention: Data |, pool investment funds

Processing System for

into one portfolio

Hub and Spoke |

Financial Services

Key: Means for daily
allocation of assets for

Configuration. f

(Signature is assignee of | WO Or more spokes.
| patent; State Street is | Lots of calculations (by
| would-be licensee, until computer) to compute
| talks failed). daily investment
| numbers quickly and

accurately.
Fed Circuit

— Fact patterns

| Alappat: Smooth

Diehr: Cured rubber
process with precise
timing needs.

waveform display on
rasterizer monitor.

State Street: Hub and
Spoke model for mutual
funds and calculations
for computing values
leading to "Final Share
Price".

AT&T v. Excel
(1051-52): Generation of
telephone billing records

In re Lundgren (Bd. Pat

All held to qualify
under 101

Patentable Subject Matter _ goftware Patents

firms.

Old rule against
patentability of business
methods "laid to rest" in
State Street. Methods
for doing business

| patentable.

App Int.) (p. 1053):
Method for
compensating a
manager so as to
prevent collusion among

FedEx never had a

patent for its model.
Today it could have.
Desirable result?

Claim 13: 13. A method for detecting a deficiency of cobalamin
or folate in warm-blooded animals comprising the steps of:

assaying a body fluid for an elevated level of total

Pat#4940658 %' homocysteine; and

Metabolite

correlating an elevated level of total homocysteine in said body
fluid with a deficiency of cobalamin or folate.

Claim 13's process instructs the user to (1) obtain test results and (2) think
about them. Why should it matter if the test results themselves were
obtained through an unpatented procedure that involved the transformation
of blood? Claim 13 is indifferent to that fact, for it tells the user to use any
test at all. Indeed, to use virtually any natural phenomenon for virtually any
useful purpose could well involve the use of empirical information obtained
through an unpatented means that might have involved transforming

Breyer for Stevens and |

matter.

Souter in Dissent of DIG

Neither does the Federal Circuit's decision in State

| Street Bank help respondents. That case does say that a
process is patentable if it produces a "useful, concrete,
and tangible result." 149 F. 3d, at 1373. But this Court
has never made such a statement and, if taken literally,
the statement would cover instances where this Court

has held the contrary.

Old rule against
patentability of business
methods "laid to rest" in
State Street. Methods
for doing business

| patentable.

Business Methods

1. A method for managing the consumption risk
costs of a commodity sold by a commodity
provider at a fixed price comprising the steps of:

(a) initiating a series of transactions between said
commodity provider and consumers of said
commodity wherein said consumers purchase
said commodity at a fixed rate based upon

| historical averages, said fixed rate corresponding
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to a risk position of said consumer;

(b) identifying market participants for said
commodity having a counter-risk position to said
consumers; and

(c) initiating a series of transactions between said
commodity provider and said market participants
at a second fixed rate such that said series of
market participant transactions balances the risk
position of said series of consumer transactions.

/

|

Hedge contracts

| Bilski
| Method is merely an
abstract idea
|~ Unpatentable
~PTO 2006

Process must transform
_matter or energy or use
a machine to carry out

steps

Preemptive en banc
\"oral Arguments May 9, 2008
Still waiting on opinion




Requirements to get a Patent

: Reading a Patent P

Class 6: Enablement

Claims
Parts of a Patent

And Written
Description

You won't need to know most

of this detail.

Drawings

Patentable subject matter
Novelty (has not been

| preceded in identical
// form in the public prior
| art

Utility
Nonobviousness

- (nontrivial extension of

what was known)

Enablement/Written
Description

Note this comes up twice

Independent
Dependent

\_ Consisting of vs.

Comprising

Prosecution

- Litigation ~— Invalidity is a defense

Barely english (recliner patent)

Specification/Disclosure

: Obtaining a Patent }— _Key points
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Priority Date

Amendments

—~ Date from which the 20 years run
- Tied to the Disclosure

Correct mistakes

Add or change drawings

| Narrow claims to respond to

May amend | ogfice Action

But priority date does not

Even amend disclosure apply to "new matter"

After 18 months, published

(including on web)

Publication of Applications

_ Except in some narrow

domestic-only cases




Incandescent Lamp

Enablement |

Class 6: Enablement
And Written
Description

~—| Written Description |

Gentry Gallery

Rule/Test
And Biotech

Facts

Sawyer and Man had
|/ later patent

Edison had earlier
patent on Incandescent
light

1880

1885
—Broad claims 1 and 2

Court denigrates quality of patent
Filament

| Evacuated chamber
made of glass

Electricity

Bulb equals

Specific types of

Heavily processed
Bamboo

Edison

1. "An incandescing
conductor . . . of
carbonized fibrous or
textile material"

|2 "Carbonized fibrous material"

Sawyer and Man Patent

3 "carbonized paper" survives

Lower Court

Held
Reasoning
Object of invention: with
a console that
accommodates the
controls
Disclosure: | "clearly identifies" "only
|~ possible location for the
controls"
"top/side/front" ~ NO other variation
) This is the "way we
Testimony  solved it"
~ Facts o
Originally: controls
~located upon the center
Claims atissue | console
Amended claim: as in
book, page 175.
| Damning fact: Inventor
admitted he did not
consider placing controls
outside console until he
became aware of
competitors putting it
elsewhere
Held
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~Teston 183

: Best Mode

Spec ﬂ

Class 6: Enablement
And Written
Description

— Courtesy Teaching Slides from MML

| Enablement

Comparing the Three }H ~ Written Description
Best Mode —~Test on 184
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