Class 24: Functional TM And Useful Articles


Administrative



Next Time: Remedies: 335-38; 338-42 (skip note 3); 350-56; 609-616; MercExchange Handout



Review Sessions




Review session on 12/5 (last class)--send me your questions before then.




Policy about questions and answers from students




Review session #2





Topic: Covering exam from Fall 06 (posted)





Final: Monday, 12/17, 1:15pm





How many with a final on Friday, 12/14?






Agency and Partnership--Loewenstein






First Amendment--Nagel






Law and Social Science--Hanson






Tax Conduits--Jackson





Possibilities:






Friday






Sunday


Parody / Nominative Use



Mattel Basics




Basic Facts





Aqua releases "Barbie Girl" in 1997






Top 40 Hit.





Mattel sues





District Court: Parody; Nominative Fair Use; Not likely to confuse or dilute.




Trademark Infringement?




Dilution?





But reads the First Amendment into the "noncommercial use" exception.





Result under 2006 Revision?






Defenses now:






`(3) EXCLUSIONS- The following shall not be actionable as dilution by blurring or dilution by tarnishment under this subsection:







`(A) Any fair use, including a nominative or descriptive fair use, or facilitation of such fair use, of a famous mark by another person other than as a designation of source for the person's own goods or services, including use in connection with--








`(i) advertising or promotion that permits consumers to compare goods or services; or








`(ii) identifying and parodying, criticizing, or commenting upon the famous mark owner or the goods or services of the famous mark owner.







`(B) All forms of news reporting and news commentary.







`(C) Any noncommercial use of a mark.






Old Version







(4) The following shall not be actionable under this section:








(A) Fair use of a famous mark by another person in comparative commercial advertising or promotion to identify the competing goods or services of the owner of the famous mark.








(B) Noncommercial use of a mark.








(C) All forms of news reporting and news commentary.



First Amendment generally



Nominative Use



Analyze both of these under "Trademark use" doctrine


Functional TMs, Useful Articles, and Channeling Doctrines



Channeling Doctrines




Intersection between Patent, Copyright, and TM.




Specifically





Industrial Design.






Things that are useful (have some utilitarian function) but at the same time







are creatively expressive (Copr.)







have come to serve a source identifying purpose (TM)







may be novel and nonobvious improvements on prior art (Pat)



Recap on Useful Articles




Test / Statute





First: Applies only to Pictorial, Graphic, and Sculptural Works





Second: Applies only to useful articles.






Definition (406): An article having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information.





Third: Copyright extends only to PGS "features" that can be identified SEPARATELY from and are capable of existing independently of the utilitarian aspects of the article.




Physical Separability





(413): Can it stand alone from the article of a whole such that the separation does NOT impair the utility of the article?




Conceptual Separability





Soooo many tests






Brandir Majority's Test







Copyrightability depends on extent to which the work reflects artistic expression uninhibited by functional considerations.






Newman Dissent in Barnhart (discussed in case)







Does the article stimulate in the mind of the beholder a concept that is separable from the concept evoked by its utilitarian function?






Note 3: Goldstein's test



Functional TM




Basic Idea




Tests





Two offered in text






TrafFix/Qualitex







A product feature is functional and cannot serve as a trademark if it essential to the use or purpose of the article OR if it affects the COST OR QUALITY of the article.






Restatement (3d) of Unfair Comp. (785)




TrafFix





Basic Facts





Burdens





Held





Reasoning





How would this have fared under the Restatement rule?




Compare the two doctrines; 

