Class 23: Dilution


Administrative



Next Time: Turkey




Next next time: 780-89; 803-13





Review Useful Articles (Class 13) and Acuff-Rose/Parody (Class 18)



News Wednesdays




Starbucks Lawsuit




RIM sues LG





Black Label





Strawberry





Black Cherry





Verizon had asked RIM for permission




Facebook's Social Ads





How they work





More legal analysis


Last Time



Likelihood of Confusion




Sleekcraft





The Eight Factors






1. Strength of the Mark







for D.






2. Proximity of the Goods







for P






3. Similarity of the Marks







for P








Reversed Dist Ct on this as clearly erroneous.






4. Actual Confusion







for D






5. Marketing Channels







Neutral






6. Type of Goods / Purchaser Care







for D.






7. Intent






8. LIkelihood of Expansion






Result:




WHO must be confused?



Geographic Limitations on TM Use




For Unregistered Marks





General Rule: Common Law TMs are protected only where the goods or services are SOLD or ADVERTISED.





Two Exceptions






1. Even without sales, if reputation is established.






2. Against bad faith / palming off.




For Registered Marks





Nationwide Protection AS OF THE DATE OF FILING.




Class 12. Geographic Limitations of TM Game





Unregistered Mark






Facts







Facts: Max invents a product (a clickable sharpie) that he calls the "Maxtastic"








Aside: what category of distinctiveness?







2000: Max begins to sell the Maxtastic in Boulder and some of the various L towns








Advertising is purely local.







Max doesn't seek federal registration.







Early 2005: Eleanor begins to sell a pencil case that she calls "The Maxtastic"








Aside: Likelihood of Confusion?








Assume for the first three questions: Eleanor didn't know about Max's product.







Max Sues






1. Eleanor sells only in Southern California






2. Eleanor sells in Denver






3. Eleanor sells only in Southern California.  Max buys ads with Nationwide advertising firm, and ads are aired on Southern California TV before Eleanor begins to sell.






4. Eleanor knew about Max's product before she named her product.





Registered Mark






Facts







Facts: Max invents a product (a clickable sharpie) that he calls the "Maxtastic"







2000: Max begins to sell the Maxtastic in Boulder and some of the various L towns








Advertising is purely local.







Eleanor begins to sell a pencil case that she calls "The Maxtastic"








Aside: Likelihood of Confusion?







Max DOES register federally in Early 2006.







Max Sues






5. Eleanor begins to sell in mid-2006 in Southern California






6. Eleanor began selling in mid-2005 in Southern California.






7. Same facts as #6, but Eleanor tries to expand to NYC in mid-2006


Franchising and Merchandise



Two examples of TM protection that do not fit the underlying policy well




Franchising





McDonalds






Franchisor and Francisee enter into detailed contract.






Franchisee agrees







Follow Franchisor's rules








Ingredients








Cleanliness








Employee conduct








Take part in promotions






Franchisor provides







License to use Trademark and Trade Dress




Merchandising





CU Buffaloes






Licenses use of Buffalo logo onto products sold on campus and elsewhere







Traditional







Less Traditional




What is the disconnect?





Franchise





Merchandising


Dilution



Basic Doctrine




Even in the absence of confusion of source, the use of a famous name in a manner that blurs the distinctiveness of the mark OR tarnishes the mark is diluting.





Statutory Definition itself on 738-39.




Which Marks?





Famous






Note 4: Now fairly "tightened"







Not niche fame





Registered or Unregistered.




Federal statute passed in 1996.





Major amendment last year in response to Mosley




Only injunctions available (unless willfulness)




Three Defenses





Fair use including . . .






Comparative advertising






identifying, parodying, criticizing, commenting upon famous mark





Noncommercial Use





News reporting and commentary.



Policy Rationale



Nabisco v. PF Brands




Basic Facts





Pepperidge Farm sells Goldfish crackers since 1962






Fame facts







Aggressive marketing ($120 million in four years)







Today Show; Friends







#2 in sales volume







#1 in sales dollars





Nickelodeon's CatDog






Asked Nabisco to sell crackers






Including "bones" for dog and "fish" for cat






"closely resembles" plaintiff's




District Court




Held




Reasoning



Tarnishment




Statute





Similarity that harms the reputation of the mark.

