Class 20: Trademark Introduction And Subject Matter


Administrative



Next Time: 634; 648-52 (skip notes); 653-60



No Office Hours today


Last Time



BitTorrent


Intro and Theory



Basics




"devices that help to reduce information and transaction costs by allowing customers to estimate the nature and quality of goods before purchase."




Basic Rule: First to use a distinctive mark in commerce owns the trademark.  The senior user may prevent the junior user from employing the same (or similar) mark where there is a likelihood of confusion.




Federal Statutory Protection





The Lanham Act (Title 15 USC 1051 et seq.)





The confusing numbering system






Section 1 = 1051; 32 = 1114; 43(a) = 1125(a)





TM rights are acquired through use of the distinctive name in commerce.  Registration is available but not required.






BUT: Registration gives many procedural and remedial advantages.







Key point brought up in the cases: Infringement suits for registered marks brought under section 32; for unregistered marks under section 43(a).






We won't spend much time on the mechanics of registration in this class.






A Little Bit on Registration







Registration at the USPTO







Use-based system








First party to use gets the registration.








Since 1989: Intent to use filing with constructive use priority date









But no right to use unless actual use.








Registration does not create the TM









Without it, can sue under 43(a) and state law.







Benefits of registration








1. Nationwide constructive use and notice.









Next Time








2. Possibility of incontestable status after five years.









Defenses lost: confusing similarity; functionality; lack of secondary meaning.









Many defenses still remain: genericness; obtained through fraud in registration; abandonment; misrepresentation of source; scandalousness; fair use; prior use; prior registration; antitrust violations.








3. Right to sue in Federal Court







The Process, roughly








Two requirements









Use









Distinctiveness








Subtopic





Term: Unlimited (so long as TM is not abandoned.)




State Unfair Competition Statutory and Common Law protection too



Theory




Not really about utilitarianism (although there are some hints of this); Natural Rights; or Personhood




Not about originality, creativity, invention, discovery, or any real work of the brain.




Two general theories





Consumer Protection






Reduce search costs






Provide means for retaliation





Prevent Torts against Producers






Protect investments in high quality materials and QA; advertising; the mark creation itself.






Let producer stand in for rights of the consumer (who are too few and harm is too dispersed).







Counter: Do producers and consumers' interests really align so closely these days?





The two theories may lead to different results (see hypos on 622)



Other important related concepts


What can be protected



Trademarks, Trade Names, Service Marks




Words, phrases, logos, symbols





Coca-Cola





"Life Tastes Good"





iPod





"1,000 songs, impossibly small"




TM: Used to identify GOODS.




SM: Used to identify SERVICES.




Trade Names: Identify the Company, not the good.



Color, Fragrance, and Sounds




Examples





Sound 1





Sound 2





Sound 3





Sound 4



Trade Dress and Product Configurations


Distinctiveness



Test




Only distinctive marks can be protected.





Rules vary for words, symbols, trade dress, etc.




Two Classes





Inherently Distinctive






For Words: Arbitrary, fanciful, and suggestive.






No secondary meaning needed.





NOT inherently Distinctive






For words: Descriptive






Also: Geographic Marks; Personal Name Marks; Non-inherently descriptive designs and symbols; Non-inherently distinctive trade dress and packaging; All product and container shapes; colors.






Secondary Meaning Needed.




Some can NEVER be distinctive





For words: Generic



When this is used / important.



Classification



Specific Mark Types


Secondary Meaning



Test: Is the primary significance of the term in the minds of the consuming public to the product or to the producer?



Policy Rationale



Types of Evidence



Zatarain's




Basic Facts




Held (Dist Ct and CA5)


Fair Use

