
Class 23: Dilution

Administrative

Next Time: Turkey Next next time: 780-89; 803-13
Review Useful Articles 
(Class 13) and Acuff-Rose/
Parody (Class 18)

News Wednesdays

Starbucks Lawsuit

RIM sues LG

Black Label
Strawberry
Black Cherry
Verizon had asked RIM for 
permission

Facebook's Social Ads
How they work
More legal analysis

Last Time

Likelihood of Confusion Sleekcraft The Eight Factors

1. Strength of the Mark for D.

2. Proximity of the Goods for P

3. Similarity of the Marks for P
Reversed Dist Ct on this as 
clearly erroneous.

4. Actual Confusion for D

5. Marketing Channels Neutral

6. Type of Goods / 
Purchaser Care

for D.

7. Intent
8. LIkelihood of Expansion
Result:

WHO must be confused?
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http://www.blogowogo.com/blog_article.php?aid=1096668&t=12
http://www.theglobeandmail.com/servlet/story/LAC.20071109.RRIM09/TPStory/Business
http://www.concurringopinions.com/archives/2007/11/the_new_faceboo.html
http://www.facebook.com/business/?socialads
http://blogs.law.harvard.edu/infolaw/2007/11/08/facebook-social-ads/


Class 23: Dilution

Last Time

Geographic Limita‐
tions on TM Use

For Unregistered Marks

General Rule: Common 
Law TMs are protected 
only where the goods or 
services are SOLD or 
ADVERTISED.

Two Exceptions

1. Even without sales, if 
reputation is established.
2. Against bad faith / 
palming off.

For Registered Marks
Nationwide Protection AS 
OF THE DATE OF FILING.

Class 12. Geographic 
Limitations of TM Game

Unregistered Mark

Facts

Facts: Max invents a 
product (a clickable 
sharpie) that he calls the 
"Maxtastic"

Aside: what category of 
distinctiveness?

2000: Max begins to sell the 
Maxtastic in Boulder and some 
of the various L towns

Advertising is purely local.

Max doesn't seek federal 
registration.

Early 2005: Eleanor begins 
to sell a pencil case that 
she calls "The Maxtastic"

Aside: Likelihood of 
Confusion?
Assume for the first three 
questions: Eleanor didn't 
know about Max's product.

Max Sues
1. Eleanor sells only in 
Southern California
2. Eleanor sells in Denver
3. Eleanor sells only in 
Southern California.  Max 
buys ads with Nationwide 
advertising firm, and ads 
are aired on Southern 
California TV before 
Eleanor begins to sell.
4. Eleanor knew about 
Max's product before she 
named her product.

Registered Mark

Facts

Facts: Max invents a 
product (a clickable 
sharpie) that he calls the 
"Maxtastic"
2000: Max begins to sell the 
Maxtastic in Boulder and some 
of the various L towns

Advertising is purely local.

Eleanor begins to sell a 
pencil case that she calls 
"The Maxtastic"

Aside: Likelihood of 
Confusion?

Max DOES register federal‐
ly in Early 2006.
Max Sues

5. Eleanor begins to sell in 
mid-2006 in Southern California
6. Eleanor began selling in mid-2005 
in Southern California.
7. Same facts as 
#6, but Eleanor 
tries to expand to 
NYC in mid-2006

Class 23. Post Class Dilution.mmap - 11/20/07 - Paul Ohm




