
Class 10: Doctrine 
Of Equivalents

Administrative

Next Time: Copyright: 
373-76; 376-78; 378-86

Last Time

Hypo #1

You have a Patent with 
Two Claims

Independent Claim 1: The 
doohicky comprising A, B, and C
Dependent Claim 2: The doohicky 
described in claim 1, further 
comprising D and E

All of these questions are 
about LITERAL infringe‐
ment only.

Which of the following competi‐
tor's doohicky's infringe?

#1: A, B No infringement (Lacks C)

#2: A, B, C, G Infringes claim 1

#3: A, B, D, E No infringement (Lacks C)

#4: A, B, C, D, E, F Infringes BOTH 1 and 2

Hypo #2

You have a Patent with One 
Claim

Independent Claim 1: The 
doohicky consisting of A, B, and C

Which of the following competi‐
tor's doohicky's infringe?

#5: A, B No infringement (Lacks C)

#6: A, B, C, G
No infringement (consist‐
ing of claim)

#7: A, B, C, D, E, F No infringement (consisting of)

Hypo #3

You have a Patent with One 
Claim

Independent Claim 1: The 
doohicky comprising A, B, and C

Your competitor has a 
Patent with One Claim

Independent Claim 1: The doohicky 
comprising A, B, C, X and Y

Which of the following acts 
are non-infringing acts?

#8: YOU sell doohickys 
with A, B, and C

No infringement (lacks X and Y)

#9: Your competitor sells 
doohickys with A, B, and C.

Competitor infringes your claim 1

#10: YOU sell doohickys 
with A, B, C, and X

No infringement (lacks Y)

#11: Your competitor sells 
doohickys with A, B, C, and 
X

Competitor infringes your claim 1

#12: YOU sell doohickys 
with A, B, C, X, and Y

You infringe competitor's claim 1

#13: Your competitor sells 
doohickys with A, B, C, X, and Y

Competitor infringes your claim 1

#14: Nobody wants to buy 
doohickys that just have A, 
B, and C (even if you add 
only X or only Y).  The 
market demands all five 
elements.  What do you do?

Licenses Made (one-way or 
cross)



Class 10: Doctrine 
Of Equivalents

Procedures for Obtain‐
ing a Patent

"Prosecution"

Steps before final OA

Assigned to Art unit and examiner.
First Office Action (OA) -- 
usually a rejection (Burden 
on Examiner)
Applicant responds: 
Traverse or acquiesce.
Post-AIPA, third parties 
can submit prior art 
references.
"Final Rejection" or 
Allowance

Applications can be 
amended liberally during 
prosecution.

To respond to a rejection 
or other OA.
Correct mistakes.
Add or change drawings
Update the disclosure.

After final rejection? Continuation or amend‐
ment after final rejection.

After allowance?

Reissue to broaden or narrow the 
claims (so long as bona fide error or 
omission."
Anyone can ask for 
reexamination if sub‐
stantial new basis for 
questions patentability 

Lawsuits.
Infringement suits
Declaratory judgment of 
invalidity or noninfringement.

Interference proceeding to 
decide priority
ITC actions to block 
importation of infringing 



Class 10: Doctrine 
Of Equivalents

Doctrine of Equivalents

Basic Idea
Policy Rationales Language

What is the Test?

Example
W-J: Patent used to have no pH 
limits and it was amended to 
say "pH range from approxi‐
mately 6.0 to 9.0"

Alleged infringer operated 
at a pH of 5.0.

Prosecution History 
Estoppel

Basic Idea
Policy Rationale
Festo

What is the Test?

Part I: What types of amendments 
give rise to estoppel?
Part II: Flexible bar.

Example of Festo's three 
scenarios where absolute 
bar is inappropriate.

Unforeseeable equivalents.
Amendments made for 
reasons tangential to the 
equivalent in question.
Amendments made for 
"other reasons"


