
All held to qualify under 101Class 6: Enable‐
ment And Written 

Description

Administrative

Next Time: 144-52; 185-86; 
192-95; 196-201; section 102
(a) and (b) Problems next time

Last Time

Patentable Subject Matter

Clearly patentable

Section 101

Processes
Machines
Manufactures
Compositions of Matter

1952 Congressional 
Report: Anything under the 
sun that is made by man.

Clearly Unpatentable
Laws of Nature
Physical Phenomena
Abstract Ideas

Patenting Living Things How to square these cases:
Chakrabarty
Funk
Parke-Davis

Software Patents

State Street Bank (Fed Cir 1998)

Useful, Concrete and 
Tangible result

Fact patterns

Diehr: Cured rubber 
process with precise 
timing needs.
Alappat: Smooth waveform display 
on rasterizer monitor.
State Street: Hub and 
Spoke model for mutual 
funds and calculations for 
computing values leading 
to "Final Share Price".
AT&T v. Excel (1051-52): 
Generation of telephone 
billing records
In re Lundgren (Bd. Pat App 
Int.) (p. 1053): Method for 
compensating a manager 
so as to prevent collusion 
among firms.

Business Methods

Old rule against patentabil‐
ity of business methods 
"laid to rest" in State 
Street.  Methods for doing 
business patentable.
Tax Strategies

Metabolite

Pat#4940658

Claim 13: 13. A method for detecting a deficiency of cobalamin or 
folate in warm-blooded animals comprising the steps of:

assaying a body fluid for an elevated level of total homocysteine; 
and

correlating an elevated level of total homocysteine in said body fluid 
with a deficiency of cobalamin or folate.  

Breyer for Stevens and 
Souter in Dissent of DIG

Claim 13's process instructs the user to (1) obtain test results and (2) think about 
them. Why should it matter if the test results themselves were obtained through an 
unpatented procedure that involved the transformation of blood? Claim 13 is 
indifferent to that fact, for it tells the user to use any test at all. Indeed, to use 
virtually any natural phenomenon for virtually any useful purpose could well 
involve the use of empirical information obtained through an unpatented means 
that might have involved transforming matter.
Neither does the Federal Circuit's decision in State Street 
Bank help respondents. That case does say that a 
process is patentable if it produces a "useful, concrete, 
and tangible result." 149 F. 3d, at 1373. But this Court 
has never made such a statement and, if taken literally, 
the statement would cover instances where this Court 
has held the contrary.



Class 6: Enable‐
ment And Written 

Description

Reading a Patent

Requirements to get a Patent

Patentable subject matter
Novelty (has not been 
preceded in identical form 
in the public prior art
Utility
Nonobviousness (nontrivial 
extension of what was known)
Enablement/Written 
Description

Note this comes up twice
Prosecution
Litigation

Parts of a Patent

Enablement

PHOSITA
Incandescent Lamp

Chemical Analogs

Written Description

Gentry Gallery
Facts

What future generations 
will think of us.
Disclosure (177 and 178):
Claims

Held
Reasoning

Rule/Test
Compared to Enablement

And Biotech

Best Mode


